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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 8-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Regarding claims 8 and depending claims 9 and 10, first recites in claim 8 the step of 
routing signals through an encryption device, this step being part of a method of "switching in a 
secure/non-secure bypass switch", and then in claim 9 recites that no power is supplied to the 
switch during secure mode. The specification does not support an encryption device inside a 
switch, not that such an encryption device is operable during a no power state of the switch. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Griffin (US Patent 
Application Publication No. 5666402). 

Regarding claim 1, Griffin discloses a secure/non-secure bypass switch, comprising: a 
first port for receiving input signals (fig. 1, element LINE(1) and element 10 and col. 3, line 26 to 
col. 4, line 9); a first relay having an input, a first output and a second output (fig. 3C, element 
84 and col. 7, lines 51-62), said input connected to said first port, and said second output 
connected to a second port (fig. 3C, element 84, as applicable to the base terminal, see col. 7 
line 51 to col. 8 line 31 in light of col. 4 lines 16-22 and lines 36-39); a first fiber optic modem 
having an input and an output, said input connected to said first output of said first relay (fig. 1, 
element 10 and fig. 2, element 46 and col. 5, line 45 to col. 6, line 4); a second fiber optic 
modem having an input and an output, said input connected to said output of said first fiber optic 
modem (fig. 1, element 14 and col. 5, line 45 to col. 6, line 4); and a second relay having an 
output, a first input and a second input, said first input connected to said output of said second 
fiber optic modem, said second input connected to a third port, and said output connected to a 
fourth port (fig. 3C, element 84 and col. 7 line 51 to col. 8 line 31, as applicable to the remote 
terminal). 

5. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Cline (US 
Patent No. 4903298). 

Regarding claim 11, Cline discloses a secure/non-secure bypass switch, comprising: a 
secure mode signal path (fig. 6, elements 221, 211, 210 and 321 and col. 7 line 29 to col. 8 line 
2) and a non-secure mode signal path (fig. 6, elements 320, 210 and 321 and col. 7 line 29 to 
col. 8 line 2); wherein signals are routed through an encryption device connected in the secure 
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mode signal path when no power is supplied to the switch, and the signals are routed through 
the non-secure path when power is supplied to the switch (col. 13 lines 37-66). 

Regarding claim 12, Claim discloses a secure/non-secure signal bypass method in a 
secure/non-secure bypass switch having a secure path (fig. 6, elements 221, 211, 210 and 321 
and col. 7 line 29 to col. 8 line 2) and a non-secure path (fig. 6, elements 320, 210 and 321 and 
col. 7 line 29 to col. 8 line 2), comprising the steps of: when no power is supplied to the 
secure/non-secure bypass switch, routing signals through the secure path and when power is 
supplied to the secure/non-secure bypass switch, routing signals through the non-secure path 
(col. 13 lines 37-66). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2, 3, 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Griffin (US Patent Application Publication No. 5666402). 

Regarding claim 2, Griffin discloses the switch of claim 1 , and discloses the switch 
operates in a non-secure mode when power is supplied to the switch (col. 3, lines 26-50). 
Griffin discloses that the switch needs power for the modems to operate (col. 9, line 66 to col. 9, 
line 30), but does not disclose details of the operation of the switch when no power is supplied 
to the switch. However, since the switch depends on a power supply for powered operation, it 
also has an inherent power-off state. It would have been obvious to one of ordinary skill in the 
art at the time of the invention that the power-off state of the switch would be a secure operating 
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state, since no data tampering or any other breach of information in the switch is possible when 
the switch is not powered on. 

Regarding claim 3, Griffin discloses the switch of claim 2, wherein if the switch is 
operating in a non-secure mode, the input of the first relay is connected to the first output of the 
first relay, and the first input of the second relay is connected to the output of the second relay 
(fig. 3C, element 84 and col. 7, line 51 to col. 8, line 31). 

Regarding claim 6, Griffin discloses the switch of claim 2, wherein power is supplied to 
the first and second fiber optic modems only during non-secure mode operation (col. 3, lines 26- 
50, where non-secure mode is disclosed, and col. 9, line 66 to col. 9, line 30, where power 
operation is disclosed). 

Regarding claim 7, Griffin discloses the switch of claim 2, further comprising means for 
disconnecting power to the first and second fiber optic modems in the secure mode (col. 9, line 
66 to col. 9, line 30, where the modems require power to operate and thus in a secure power-off 
state there is no power to the modems). 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Griffin (US 
Patent Application Publication No. 5666402) in view of Schmid et al. ("Schmid") (US Patent 
Application Publication No. 2005/0025302). 

Regarding claim 8, Griffin discloses a method of secure/non-secure switching in a 
secure/non-secure bypass switch, comprising the steps of: receiving signals to be routed (fig. 1, 
element LINE(1) and element 10 and col. 3, line 26 to col. 4, line 9); in a non-secure mode, 
configuring relays to route the signals through at least two fiber optic modems to an output port 
(fig. 1, elements 10 and 14 and col. 3, lines 26-50). Griffin discloses that user devices can be 
standard telephone handsets or secure telephones (col. 3, lines 26-50), which reads on the step 
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of determining if a secure or a non-secure operating mode is selected, but Griffin does not 
disclose any features of the secure telephones or that if a secure mode is selected, relays are 
configured to route the signals through an encryption device to said output port. Schmid 
discloses using securing telephone units, where "secure" means use of digital encryption 
(paragraphs 0004, 0012 and 0221-0230). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to use digital encryption-based telephone units for the secure 
telephones of Griffin, to provide the advantage of communications privacy and security between 
the transmission devices, which is more secure than security based simply on user participation 
at both ends, as taught by Schmid. 



Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned with 
this application, or claims an invention made as a result of activities undertaken within the scope 
of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

10. Claims 8-12 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims of copending Application No. 1 1/140209. 
Although the conflicting claims are not identical, they are not patentably distinct from each other. 
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Regarding claim 8, 11/140209 claims a method of secure/non-secure switching in a 
secure/non-secure bypass switch, comprising the steps of: receiving signals to be routed; 
determining if a secure or a non-secure operating mode is selected; if a non-secure mode is 
selected, configuring at least one relay to route the signals through at least two fiber optic 
modems to an output port; and if a secure mode is selected, configuring at least one relay to 
route the signals through an encryption device to said output port (Claim 7). 1 1/140209 claims 
"at least one relay" instead of "relays"; however, the language "at least one" suggests the 
possibility of more than one. One of ordinary skill in the art at the time of the invention could 
have used two or more relays to route the signals, with a relay corresponding to each 
input/output side of the modems/encryption device and the results would have been predictable, 
namely, switching control of the signaling at both the input side and output side of the switching 
paths. 

Regarding claim 9, 1 1/140209 claims the method of Claim 8, wherein if no power is 
supplied to the bypass switch the secure mode is selected (claim 8). 

Regarding claim 10, 1 1/140209 claims the method of Claim 9, further comprising the 
step of disconnecting power to the fiber optic modems in the secure mode (claim 9). 

Regarding claim 11, 11/140209 claims a secure/non-secure bypass switch, comprising: 
a secure mode signal path; and a non-secure mode signal path, wherein signals are routed 
through an encryption device connected in the secure mode signal path when no power is 
supplied to the switch, and the signals are routed through the non-secure path when power is 
supplied to the switch (claim 15). 

Regarding claim 12, 11/140209 claims a secure/non-secure signal bypass method in a 
secure/non-secure bypass switch having a secure path and a non-secure path, comprising the 
steps of: when no power is supplied to the secure/non-secure bypass switch, routing signals 
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through the secure path; and when power is supplied to the secure/non-secure bypass switch, 
routing signals through the non-secure path (claim 15). 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Allowable Subject Matter 

1 1 . Claims 4 and 5 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

12. Applicant's arguments filed 25 July 2007 have been fully considered but they are not 
persuasive. 

Regarding the rejection of claim 9 under 35 USC § 1 1 2-1 st paragraph, the applicant 
argues that claims 8 and 9 do not recite that the encryption device is part of any switch. This is 
not persuasive because claim 8 claims a method of switching in a switch, including routing 
signals through an encryption device to the output port. This language puts the encryption 
device in the switch. 

Regarding Griffin anticipating claim 1, the applicant first argues that Griffin does not 
teach or discloses a bypass switch. With respect to "bypass", there are no "bypass" features 
recited in the body of the claim, and so the term "bypass" in the preamble is essentially 
weightless. With respect to "switch", the Griffin system has switching (e.g. fig. 3C) and so it 
reads on a switch. 

Next the applicant argues that LINE(1) and Base Modem 10 in Griffin fig. 1 are not 
connected to relay 84. This is not persuasive. There is a relay 84 in Base Modem 10 
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connected to LINE(1), see col. 7 line 51 to col. 8 line 31 in light of col. 4 lines 16-22 and lines 
36-39 (the disclosure of the details of the ring/off-hook logic of Base Modem 10 is postponed 
until the discussion of Remote Modem 14 and fig. 3C). The applicant also argues that the 
examiner uses relay 84 to anticipate both the first and the second relay of claim 1. This is not 
accurate; relay 84 occurs twice in Griffin, once in modem 10 and once in modem 14. 

Next, the applicant argues that the examiner does not provide any rejection of the 
second port, third port and fourth port from claim 1. To the contrary, the ports of the relays 84, 
one relay occurring in modem 10 and the other occurring in modem 14, read on these ports. 

Regarding the rejection of claim 2 under 35 USC § 103, the applicant argues that the 
inherent power off state of Griffin is not sufficient to render unpatentable the recitation that the 
switch operates in a secure mode when no power is supplied to the switch, on the argued basis 
that the definition of "secure" used by the examiner "flies in the face of the meaning of 
secure/non-secure in the claims [and the specification and Schmid]". However, the definition of 
"secure" used by the examiner in the rejection of claim 2 corresponds to the "secure mode" 
limitation when it is further limited \N\\h the no-power limitation, not when it is claimed broadly. 
Also, Schmid is irrelevant to the rejection of claim 2. With respect to the rejection of claim 8, 
Schmid's role has to do with the encryption limitation, no the unpowered-switch limitation. Third, 
regardless of any kind of security features that may exist outside the switch, e.g. in a power 
consuming, active encryption device, the meaning of secure operation for the unpowered switch 
itself means nothing more than simply existing in an unpowered state. The applicant describes 
the switch as "operating in a secure when no power is supplied to the switch"; however, the 
switch in this "secure mode" is functionally indistinguishable from an electrically conductive wire. 
While in secure mode, the switch is not "operating" in any conventional sense. Any electrical 
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signal presented to an input port of the switch in "secure" mode will be ushered directly the 
corresponding output port by way of electrical conductivity. 

Regarding claim 8, the applicant presents some similar arguments to those for claim 1 , 
and so the same response above apply. The applicant also argues that the combination of 
Griffin and Schmid does not teach "determining if a secure or a non-secure operating mode is 
selected". However, the claimed "determining" only amounts to the switch simply existing in 
whatever mode was already selected. The claim recites "determining" if secure or non-secure 
mode is selected, and then configuring relays accordingly, but this does not correspond to any 
actual active inquiry or investigation into what mode has already been selected and then from 
the results of analysis/investigation setting the relays. Rather, as the switch is defined in the 
specification, the setting of the relays is a direct result of a push-button or toggle switch 
controlling whether the relays get energized or not. The only "determining", in the conventional 
sense, that is made before the relays are set is when an external user chooses a mode. The 
external user of the Griffin/Schmid system deciding to use either a secure or a standard handset 
reads on this kind of "determining". 



Conclusion 

13. Any inquiry concerning this communication from the examiner should be directed to N. 
Curs whose telephone number is (571) 272-3028. The examiner can normally be reached on 
M-F (from 9 AM to 5 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan, can be reached at (571) 272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. Any inquiry of 
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a general nature or relating to the status of this application or proceeding should be directed to 
the receptionist whose telephone number is (800) 786-9199. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pairdirect.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




